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DETAILED ACTION 

1. Claims 1-19 are pending in the application. 

2. Claims 1-19 stand being rejected. 

Response to Amendment 

3. The examiner approves the grammatical changes made to the claims. 

4. The examiner approves the replacement set of drawings. 

5. The examiner approves the amendment made to the abstract. 

Response to Arguments 

6. The applicant has included a copy of the SB08 filed August 4, 2003 and art listing form filed 
October 12, 2000. The examiner has considered and acknowledged these cited reference. 

7. The applicant has submitted certified copies of all the priority documents in this case. The 
examiner has received and acknowledged all of the priority documents in this case. 

8. Applicant's arguments filed 6/9/04 have been fully considered but they are not persuasive. 

On page 17, the applicant argues that there is no suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify a reference or combine references to arrive at the claimed subject matter. 

The examiner respectfially disagrees. In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
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See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). 

As to independent claims 1 and 12, on page 17, the applicant argues that the prior art 
references in the office action fail to disclose applicant's system and method for synchronizing 
test data streams to video streams using digital watermark information. 

The examiner respectfully disagrees. Tsukagoshi was used to teach recovering text data 
stream (i.e. subtitle headers) from a digital video stream. Ogino et al was used to teach 
embedding a digital watermark in the digital video stream, and detecting the watermark. The 
combination as formed teaches a method for synchronizing text data streams to video streams 
using digital watermark information. 

On page 17, the applicant argues that the feature "in response to the detection of said 
digital watermark" is not shown in either the Tsukagoshi or Ogino et al references. 

The examiner respectfully disagrees. The combination as formed teaches the above- 
mentioned feature. 

On page 18, the applicant argues that the synchronizer disclosed in Tsukagoshi is not a 
synchronizer for synchronizing in response to the digital watermark. 

The examiner respectfully disagrees. The combination as formed teaches the above- 
mentioned feature. 

On page 18, the applicant argues that to properly reject the Applicant's claims for 
obviousness in view of a combination of prior art references, the office action must establish that 
a person of ordinary skill in the art would have been motivated to combine the cited references 
and, in combining them, would have arrived at the invention claimed by the Applicant. 
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The examiner respectfully disagrees. The examiner has shown how the teaching of 
Ogino et al modified the invention of Tsukagoshi. The combination of both references has been 
shown with proper motivation. 

On page 19, the applicant argues that regardless of its source, or the form it takes, a 
motivation must be clearly and particularly shown. 

The examiner respectfully disagrees. In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). In this case, using digital watermarks deters piracy and helps 
to protect owner's rights to digital material. 

On page 20, the applicant argues that the office action fails to present a reference in 
which the synchronization of the text and video stream are in response to the detection of a 
digital watermark in the video stream. 

The examiner respectfully disagrees. See arguments above. 

On page 20, the applicant argues that the office action may be attempting to take official 
notice that the synchronizing of the text and video streams could be done in response to the 
detection of a digital watermark in the video stream. 
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The examiner respectfully disagrees. The examiner asserts that nowhere in the office 
action did the examiner take official notice that the synchronizing of the text and video streams 
could be done in response to the detection of a digital watermark in the video stream. 

Claim Rejections - 35 VSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-3, 7-9, 10, 12-14, and 18 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Pat. No. 5,742,352 to Tsukagoshi in view of U.S. Pat No. 6,571,220 to 
Ogino et al. 

10. Regarding Claims 1,10 and 12, Tsukagoshi discloses: 

• A digital video communication system and/or method (Tsukagoshi: Fig. 1) and/or 
a digital television receiver (Tsukagoshi: column 13, lines 2-11) comprising: 

o A multiplexer and/or step of multiplexing for multiplexing a text data 
stream with a video stream to produce a multiplexed signal (Tsukagoshi: 
"Multiplexer 58" of Fig. 1 and column 5, lines 32-35). 
o A demultiplexer and/or step of demultiplexing for demultiplexing the 
multiplexed signal for recovering said digital video stream and said text 
data stream (Tsukagoshi: "Demultiplexer 1" of Fig. 6 and column 12, lines 
30-35); 
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o A synchronizer and/or step of synchronizing for synchronizing the 
recovered text data stream to the recovered digital video stream 
(Tsukagoshi: column 13, lines 34-48). 
However, Tsukagoshi does not disclose that embedding a digital watermark in the digital 
video stream, and detecting the watermark, and that the synchronization of the two streams is in 
response to the detection of the watermark. 
Ogino discloses: 

• An embedding circuit for embedding a digital watermark in a digital video stream 
to produce a watermarked digital video stream (Ogino: "WM Superimposing Unit 
27" of Fig. 3 and column 8, lines 31-34). 

• A digital watermark detector for detecting the digital watermark embedded in the 
recovered digital video stream (Ogino: Fig.'s 2 and 4 and column 9, lines 22-31); 

Tsukagoshi could have been modified by Ogino to arrive at the claimed invention. 
Tsukagoshi could include the watermark embedding and detection disclosed by Ogino. 
Furthermore, the synchronizing of the text and video streams could be in response to the 
detection of a digital watermark in the video stream. 

One of ordinary skill in the art would have been motivated to make the above system, at 
the time of the claimed invention, because using digital watermarks deters piracy and helps to 
protect owners rights to digital material 

11. Regarding Claims 2 and 13, the system and receiver of Tsukagoshi and Ogino, as applied 
to Claims 1 and 12 above, discloses all of the claimed subject matter of Claims 1 and 12, as 
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discussed with respect to Claims 1 and 12 above. Also, note that the additional claimed subject 
matter of Claims 2 and 13 is disclosed by Tsukagoshi of the above system: 

• The system and/or receiver further comprising a digital overlay circuit for 
superimposing the synchronized text data stream with the recovered digital video 
stream (Tsukagoshi: Fig. 6 and column 12, lines 66-67 and column 13, lines 1-2). 

Regarding Claims 3 and 14, the system and receiver of Tsukagoshi and Ogino, as applied 
to Claims 1 and 12 above, discloses all of the claimed subject matter of Claims 1 and 12, as 
discussed with respect to Claims 1 and 12 above. Also, note that the additional claimed subject 
matter of Claims 3 and 14 is disclosed by Tsukagoshi of the above system: 

• Said synchronizer comprises a memory (Tsukagoshi: "Memory 6" of Fig. 6 and 
column 12, lines 57-63). 

12. Regarding Claims 7 and 18, the system and receiver of Tsukagoshi and Ogino, as applied 
to Claims 1 and 12 above, discloses all of the claimed subject matter of Claims 1 and 12, as 
discussed with respect to Claims 1 and 12 above. Also, note that the additional claimed subject 
matter of Claims 7 and 18 is disclosed by Ogino of the above system: 

• A copy protect circuit responsive to the dedicated digital watermark for producing 
a copy management signal (Ogino: column 7, lines 52-67; column 8, lines 1-6; 
Fig. 9 and column 11, lines 65-67 and column 12, lines 1-37); and 

• An embedding circuit for embedding the copy management signal in the 
recovered digital video stream as a second digital watermark for preventing illegal 
duplication of the digital video stream (Ogino: Fig. 6 and column 10, lines 61-64). 
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13. Regarding Claims 8 and 19, the system and receiver of Tsukagoshi and Ogino, as applied 
to Claims 1 and 12 above, discloses all of the claimed subject matter of Claims 1 and 12, as 
discussed with respect to Claims 1 and 12 above. Also, note that the additional claimed subject 
matter of Claims 8 and 19 is disclosed by Ogino of the above system: 

• Means for converting the detected digital watermark to a second digital 
watermark (Ogino: "WM Rewriting Circuit 207" of Fig. 6, " Fig. 7, and column 
11, lines 3-10 ; and 

• An embedding circuit for embedding the second digital watermark in the 
recovered digital video stream (Ogino: "WM Superimposing Unit 38" of Fig. 7, 
column 11, lines 10-16). 

14. Regarding Claim 9, the system and receiver of Tsukagoshi and Ogino, as applied to 
Claim 1 above, discloses all of the claimed subject matter of Claim 1, as discussed with respect 
to Claim 1 above. Also, note that the additional claimed subject matter of Claims 8 and 19 is 
disclosed by Ogino of the above system: 

• A video compression circuit for compressing the watermarked digital video 
stream to supply an MPEG-2 transport stream to said multiplexer (Ogino: 
"Encoder 205" of Fig. 6 column 10, lines 28-31); 

• An encryption circuit for encrypting the multiplexed signal (Ogino: column 9, 
lines 59-65); 

• A forward error correction (FEC) encoder for encoding the encrypted signal 
(Tsukagoshi: column 5, lines 35-39); 
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• An FEC decoder for decoding the encoded signal to recover an encrypted signal 
(Tsukagoshi: "Demultiplexer 1" of Fig. 6 and column 12, lines 20-24); 

• A decryption circuit for decrypting the encrypted signal to recover a multiplexed 
signal of said MPEG-2 transport stream and said text data stream and supplying 
the multiplexed signal to said demultiplexer, whereby the MPEG-2 transport 
stream and said text data stream are individually recovered by said demultiplexer 
(Ogino: "Descrambler 12" of Fig. 2; and 

• A video expansion circuit for expanding the MPEG-2 transport stream recovered 
by said demuHiplexer to supply a signal corresponding to said watermarked 
digital video stream to said watermarked detector (Ogino: "Video Data Decoder 
108" of Fig. 10 and column 13, lines 25-35). 

15. Claims 4-6, 10 and 11, and 15-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the system of Tsukagoshi and Ogino, as applied to Claims 1,10, and 12 above, 
and further in view of U.S. Pat. No. 4,920,407 to Stoddard. 

16. Regarding Claims 4, 11, and 15, the system and receiver of Tsukagoshi and Ogino, as 
applied to Claims 1 and 12 above, discloses all of the claimed subject matter of Claims 1 and 12, 
as discussed with respect to Claims 1 and 12 above. However, the above system does not 
disclose that the memory is a dual-mode memory. 

Stoddard discloses: 

• A synchronizer comprises a dual-mode memory (Stoddard: Fig. 1 and column 2, 
lines 21-51). 
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The system of Tsukagoshi and Ogino could have been modified by Stoddard to arrive at 
the claimed invention by using the dual-mode memory for synchronizing the data streams as 
disclosed by Stoddard. Also, the text data stream disclosed by the above system of Tsukagoshi 
and Ogino could be stored and read from memory as disclosed by Stoddard. 

One of ordinary skill in the art would have been motivated to make the above 
modification because the use of dual-memory allows simultaneous reading and writing, thereby 
improving the previous system. 

17. Regarding Claims 5 and 16, the system and receiver of Tsukagoshi and Ogino, as applied 
to Claims 1 and 12 above, discloses all of the claimed subject matter of Claims 1 and 12, as 
discussed with respect to Claims 1 and 12 above. However, the above system does not disclose 
that the memory is a dual-mode memory. 
Stoddard discloses: 

• A synchronizer comprises a pair of first and second memories and a control 
circuit for alternatively operating the first and second memories in write and read 
modes (Stoddard: Fig. 1 and column 2, lines 21-51). 
The system of Tsukagoshi and Ogino could have been modified by Stoddard to arrive at 
the claimed invention by using the pair of memories for synchronizing the data streams as 
disclosed by Stoddard. The system could further be modified such that the alternate operation of 
the read and write modes could be in response to a detected digital watermark. 

One of ordinary skill in the art would have been motivated to make the above 
modification because the use of first and second memories allows simuhaneous reading and 
writing. Furthermore, the motivation for only alternating the reading and writing of memories in 
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response to a detected digital watermark is that if there is no detected digital watermark, there 
will be no need to synchronize the data, and so the synchronization would waste be unnecessary. 

18. Regarding Claims 6 and 17, the system and receiver of Tsukagoshi, Ogino, and Stoddard, 
as applied to Claims 5 and 16 above, discloses all of the claimed subject matter of Claims 5 and 
16, as discussed with respect to Claims 1, 5, 12 and 16 above. Also, note that the additional 
claimed subject matter of Claims 6 and 17 is disclosed by Tsukagoshi of the above system: 

• A digital overlay circuit for superimposing the text data stream read out of each of 
said first and second memories with the recovered digital video stream 
(Tsukagoshi: Fig. 6 and column 12, lines 66-67 and column 13, lines 1-2). 

Conclusion 

19. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1, 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi"om the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aravind K Moorthy whose telephone number is 571-272-3793. 
The examiner can normally be reached on Monday-Friday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz R Sheikh can be reached on 571-272-3795. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Aravind K Moorthy ^ ^/^^^^ 



December 6, 2004 
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